THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI S| ON ON APPEAL

This is a decision on an appeal which involves clainms 24
t hrough 30 and 33 through 36 which are all of the clains

pending in the application.
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The subject matter on appeal relates to a nmethod for
reacting a feed gas to produce a product and separating the
product fromunreacted feed gas. This appeal ed subject matter
is adequately represented by independent claim 24, a copy of
whi ch taken fromthe appellants’ brief is appended to this
deci si on.

The follow ng references are relied upon by the exam ner
as evi dence of obvi ousness:

CGesser et al. (CGesser), “The Direct Conversion of Methane to

Met hanol by Controll ed Oxidation,” Chem cal Reviews, Vol. 85,
No. 4, pp. 236-244 (1985).

Tonkovi ch, “The Simul ated Countercurrent Chronatographic
React or and Separator, A Thesis Submtted to the Faculty of
the Graduate School of the University of Mnnesota,” pp. 1-210
(1992).

Al'l of the appealed clains are rejected under 35 U. S. C.
8§ 103 as bei ng unpatentabl e over the Tonkovich thesis in view
of Cesser.

Al'l of the appealed clains also are rejected under the
judicially created doctrine of obviousness-type double
pat enti ng as bei ng unpatentable over the clains of rel ated

copendi ng application Serial No. 08/469,685 in view of Gesser.

CPI NI ON
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The obvi ousness-type doubl e patenting rejection has not
been contested by the appellants on this appeal and therefore
is hereby summarily sustained wi thout further coment.

For the reasons set forth bel ow, however, the exam ner’s
section 103 rejection cannot be sustai ned.

I n assessing the section 103 rejection, the sole issue to
be resol ved i s whet her the Tonkovich thesis was sufficiently
accessible on the critical date (i.e., nore than one year
prior to the Septenber 29, 1993 parent filing date for this
application) so as to constitute a “printed publication”
within the neaning of 35 U . S.C. 8§ 102(b). The facts relevant
to this issue are not in dispute.

On or about Septenber 2, 1992 (i.e., approximately three
weeks prior to the critical date), a noncircul ati ng copy of
the thesis was shelved in the University Archives of the
University of Mnnesota. Also on this date, the thesis author
and title information were entered into the on-line card
catal og of the University of Mnnesota. Significantly, the
t hesis was not catal oged or indexed by subject matter.

It appears to be the examner’s inplicit view, with which

we agree, that these factual circunstances by thensel ves woul d
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not provide sufficient accessibility to the Tonkovich thesis
as to render it a “printed publication” under section 102(b).
According to the exam ner, however, an additional circunstance
enhances the accessibility of this thesis to the requisite

| evel. This additional circunstance constitutes the fact that
t he author of the thesis was the second of four |isted authors
of a prior publication (i.e., the Ray et al. reference of

record) which was published in Chem cal Engineering Science

approximately two years prior to the critical date.
Specifically, the exam ner contends that the comonality
of authorship and simlarity of titles for the Tonkovich
thesis and the Ray et al. publication would have el evated the
accessibility of the thesis to the level required for a
“printed publication.”* The exam ner in essence believes the
Ray et al. publication would have | ed a person researching the
subject matter thereof to search for additional docunents by
t he authors and thereby woul d have di scovered the Tonkovi ch

thesis via the author and title information in the previously

1t is here appropriate to enphasi ze the appellants’
poi nt, which the exam ner does not contest, that the above
mentioned titles are not particularly descriptive of the
specific subject matter defined by the appeal ed cl ai ns.
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menti oned on-line card catalog. On page 10 of the answer, the
exam ner describes his position as foll ows:

The Ray et al reference was available in 1990
and the Tonkovich thesis was avail abl e on Septenber
2, 1992. And as shown above and through the
decl arations submtted by appellants, and a key word
search of the title and author lead to only two
records, one of which was the Tonkovich thesis
(Decl aration of Sascha Von Mende, paragraph 4. Also
not e paragraph 6). Therefore, the Ray et al
reference was the missing aid to uncover the
Tonkovi ch thesis which was publicly avail abl e before
Sept enber 29, 1992.

The statutory phrase “printed publication” has been
interpreted to nmean that before the critical date the
reference nmust have been sufficiently accessible to the public
interested in the art; dissem nation and public accessibility
are the keys to the | egal determ nation whether a prior art

reference was “published.” Constant v. Advanced M cro-

Devices, Inc., 848 F.2d 1560, 1568, 7 USPQ2d 1057, 1062 (Fed.

Cr.), cert. denied, 488 U S. 892 (1988). The predecessor of

our reviewi ng court has stated that a reference is a “printed
publication” and a bar to patentability “upon a satisfactory

showi ng that such docunment has been di ssem nated or ot herw se
made available to the extent that persons interested and

ordinarily skilled in the subject matter or art, exercising
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reasonabl e diligence, can locate it . . .” In re Wer, 655
F.2d 221, 226, 210 USPQ 790, 794 (CCPA 1981) (quoting |I.C E

Corp. v. Arnto Steel Corp., 250 F. Supp. 738, 742, 743, 148

USPQ 537, 540 (SD NY 1966)). As expressed in the case of In
re Cronyn, 890 F.2d 1158, 1161, 13 USP@d 1070, 1072 (Fed.
Cr. 1989), docunents are not accessible to the public if
“they had not been either catal oged or indexed in a neaningful
way. ”

Wth these legal principles in mnd, we are convinced
that on the critical date the Tonkovich thesis was not
accessible to the extent necessary to render it a “printed
publication.” This is because, as of the critical date, the
thesis “had not been either catal oged or indexed in a
meani ngf ul way” such that it could be |ocated by “persons
interested and ordinarily skilled in the subject matter or
art, exercising reasonable diligence.”

We are unpersuaded by the exam ner’s argunent that the
Ray et al. reference would have rendered the thesis adequately
accessible. As correctly pointed out by the appellants, this
reference provides no information fromwhich a person could

have determ ned that any of four |isted authors (including the
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aut hor of the here applied Tonkovich doctoral thesis) was a
doctoral candidate. Thus, a person interested and ordinarily
skilled in the subject matter woul d not have been led by this
reference to search in a doctoral thesis indexing systemfor
additional scientific papers witten by one of the authors
listed on the Ray et al. reference.

Mor eover, even if for sone reason a person were to search
for a doctoral thesis, it is unclear whether the Tonkovich
thesis of interest would have been discovered. This is
because there is nerit in the appellants’ argunment that such a
search woul d have been Iimted to the UM Dissertation
Abstracts database which did not contain the Tonkovich thesis.
Finally, our opinion on this matter is reinforced by the fact
that the title of the Tonkovich thesis is not particularly
descriptive of the subject natter described therein and here
clainmed. As a consequence, even if the title and aut hor
information in the University of Mnnesota on-line card
catal og were discovered by a person interested in the subject
matter under consideration, it is further unclear whether this
i nformati on woul d have |l ed the person to actually obtain a

copy of the Tonkovich thesis in order to research the contents
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t hereof for disclosure relevant to the subject matter of
i nterest.

To summari ze, the Tonkovich thesis was capabl e of being
di scovered and accessed but only upon the expenditure of

extraordi nary resources. However, as indicated above, the

test for accessibility vis-a-vis a “printed publication” is
based upon the exercise of “reasonable diligence” rather than
the expenditure of extraordinary resources. |In applying this
“reasonabl e diligence” test to the case at bar, we concl ude

t hat the Tonkovich thesis cannot be regarded as a “printed
publication” within the meaning of 35 U.S.C. § 102(b).

It follows that we cannot sustain the exam ner’s section
103 rejection of the clainms on appeal as being unpatentable
over the Tonkovich thesis in view of Cesser.

For the reasons expressed above, we have sustained the
obvi ousness-type doubl e patenting rejection but not the
section 103 rejection of the clains on appeal.

The decision of the examner is affirned.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).
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AFFI RVED

Edward C. Kinlin
Adm ni strative Patent Judge
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)
)
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Adm ni strative Patent Judge )
BRG t dI
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APPENDI X

24. A nethod for reacting a feed gas to produce a product
and separating the product fromunreacted feed gas, conprising
the steps of:

(a) supplying a pressurized feed gas that includes
met hane and oxygen;

(b) reacting the feed gas to produce a reaction m xture
whi ch includes unreacted feed gas and a product that includes
met hanol and separating the product fromthe unreacted feed
gas so as to effect a substantially sinultaneous reaction and
separation, wherein said reaction and separation are conducted
in a plurality of conpartnents connected in series to forma
closed |l oop and are carried out in separate zones of the sane
conpartnent; and

(c) controlling the introduction of feed gas, the
nmovenent of unreacted feed gas, and the recovery of product
such that the conpartnent in which the reaction and separation
occurs advances sequentially and continuously around the
series of conpartnments in the closed | oop.



